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DETAILED ACTION 

Acknowledgements 

1 . This action is responsive to Applicants amendment received 21 May 2008. 

2. Claims 1-3, 29-31, 43-45 and 55-63 are currently pending and have been examined. 

Election/Restrictions 

3. Applicant's election without traverse of Species A in the reply filed on 21 May 2008 is 
acknowledged. 

Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of mailer, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-3, 29-31, 43-45, and 55-63 are rejected under 35 U.S.C. §101 because the 
claimed invention is directed to non-statutory subject matter. 

6. Based on Supreme Court precedent 1 and recent Federal Circuit decisions, a §101 process 
must (1) be tied to another statutory class (such as a particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. 2 If neither 
of these requirements is met by the claim(s), the method is not a patent eligible process under 35 
U.S.C. § 101. 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 The Supreme Court recognized that this test is not necessarily fixed or permanent and may evolve with 
technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972). 
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7. In the case of claims 1-3 and 55-57, condition (1) is not met because there is no device or 
apparatus claimed that performs the process or method steps recited; and condition (2) is not met 
because there is no article or material being transformed by the method or process claimed. 
Applicant(s) are encouraged to amend the claims to positively identify the device(s) or apparatus 
performing the method steps in order to have this rejection withdrawn. 

8. Claims 29-3 1 and 58-60 are rejected under 35 U.S.C. § 101 because the claimed invention 
is directed to non-statutory subject matter. In particular, the claims are directed to a "system" but 
only recites intangible components; software. For these claims to be proper system claims, they 
need to encompass structure. As per MPEP § 2114, wherein it says, "While features of an 
apparatus may be recited either structurally or functionally, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function" and "[Apparatus 
claims cover what a device is, not what a device does." A system having no structure cannot be 
properly examined as there is nothing to compare to the prior art. Therefore, in the interest of 
compact prosecution, the Examiner has interpreted the sections of program code as method steps. 

9. Claims 43-45 and 61-63, are directed toward software. As per MPEP 2106 II (A), an 
invention "must produce a 'useful, concrete and tangible result.' **> State Street Bank & Trust 
Co. v. Signature Financial Group Inc., 149 F.3d 1368, 1373-74, 47 USPQ2d 1596, 1601-02 (Fed. 
Cir. 1998)." Software, per se, is not tangible nor is it useful. Only when it is embodied on a 
computer readable medium is it considered tangible. When the software on that medium is 
executed by a computer, causing the computer to perform certain actions, it becomes useful as 
well. Therefore, in this instance, the Examiner suggests expressly reciting that the software, or 
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program code, is executed on a computer to perform the claimed action. When this is properly 
shown, this rejection should be overcome. 

Claim Rejections - 35 USC § 112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

11. Claims 1-3, 29-31, 44, 45, and 55-60 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

12. As noted above, an apparatus, or system, claim's patentability is derived from its 
structure. In claims 29-3 1 and 58-60, the structure cannot be determined. Therefore one of 
ordinary skill in the art would not understand the metes and bounds of these claims. 

13. The term "acceptably similar" in claims 1, 29, 44, 57, 60 is a relative term which renders 
the claim indefinite. The term "acceptably similar" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. The specification actually 
states that "the definition of 'acceptably similar' is a design choice" (Paragraph [0040]), and can 
be anything between identical and a desired value. For purposes of compact prosecution this 
phrase has been interpreted as requiring the values to be identical. 

14. The term "sufficiently later" in claims 3, 31, 45, 55, 58, 61, and 62 is a relative term 
which renders the claim indefinite. The term "sufficiently later" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one of 
ordinary skill in the art would not be reasonably apprised of the scope of the invention. The 
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specification actually states that "the definition of 'sufficiently later' is a design choice" 
(Paragraph [0043]), and can be anything between identical and a desired value. For purposes of 
compact prosecution this phrase has been interpreted being "later". 

Claim Rejections - 35 USC §102 

15. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the in\ untie in was patented or described in a primed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

16. Claims 1-3, 29-3 1, 43-45, and 55-63 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Beetcher (US 5,933,497). 

17. As to claim 1, Beetcher shows: 

a. (Original) A computer implemented server method for dynamically managing a 
user software license, the method comprising: 

b. receiving at least one request (fetch, step 1001) from a client to access at least one 
feature (instruction with a trigger, step 1 004) of a software program, each request 
including identification information concerning the user and a hardware 
configuration identifier (hardware serial number, element 410; stored in product 
lock table, element 460; shown in Figure 4) concerning a computer associated 
with the user (obtained from product lock table, step 1005); 
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c. responsive to receiving a request, retrieving stored software license information 
concerning the user (from product key table, element 450), the stored software 
license information corresponding to the received identification information 
(install input, element 440) and including a stored hardware configuration 
identifier concerning the computer associated with the user and a stored hardware 
configuration identifier modification date (date of first use, column 10, lines 34- 
36); 

d. comparing the received hardware configuration identifier to the stored hardware 
configuration identifier, to determine whether the received hardware 
configuration identifier is acceptably similar to the stored hardware configuration 
identifier (if they match, product is entitled, step 924); and 

e. returning software license information concerning the user to the client (returned 
to the client and placed in product lock table, step 926). 

18. As to claim 2, Beetcher further shows: 

responsive to the received hardware configuration identifier being acceptably similar but 
not identical to the stored hardware configuration identifier, comparing the stored 
hardware configuration identifier modification date with a current date (Columns 
11 and 12, lines 65-2). 
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19. As to claim 3, Beetcher further shows: 

f. responsive to the current date being sufficiently later than the stored hardware 
configuration identifier modification date: 

g. updating the stored software license information concerning the user by replacing 
the stored hardware configuration identifier with the received hardware 
configuration identifier (step 908); 

h. updating the stored software license information concerning the user by replacing 
the stored hardware configuration identifier modification date with the current 
date (the date/time stamp is set when the table entry is written; Id.); and 

i. returning software license information concerning the user indicating that the user 
is licensed to run the software, the software license information including the 
received hardware configuration identifier and current date (step 909). 

20. As to claim 55, Beetcher further shows: 

j. responsive to the current date not being sufficiently later than the stored hardware 

configuration identifier modification date: 
k. determining that the user is not licensed to run the software program 

(determination is made if the time period is valid, Column 12, lines 2-5); and 
1. wherein returning software license information concerning the user to the client 

comprises returning software license information indicating that the user is not 

licensed to run the software ('0', Id.). 
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21 . As to claim 56, Beetcher further shows: 

responsive to the received hardware configuration identifier being identical to the stored 
hardware configuration identifier, returning software license information 
concerning the user to the client indicating that the user is licensed to run the 
software (bit is set to ' 1 ', column 6, lines 38-40). 

claim 57, Beetcher further shows: 
responsive to the received hardware configuration identifier not being acceptably 
similar to the stored hardware configuration identifier and not being identical to 
the stored hardware configuration identifier: 

determining that the user is not licensed to run the software program (step 925); 
and 

wherein returning software license information concerning the user to the client 
comprises returning software license information indicating that the user is not 
licensed to run the software (bit is set to '0', column 6, lines 38-40). 

23. As claims 29-31, 43-45, and 58-63 are being interpreted as method claims or equivalents, 
such as software, and the claims parallel the above rejected claims, these claims are rejected 
under the same basis. 



22. As to 
m. 



n. 
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Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

25. Claims 1-3, 29-31, 43-45, and 55-63 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beetcher in view of Official Notice. 

26. As to claim 1, Beetcher shows: 

p. (Original) A computer implemented server method for dynamically managing a 
user software license, the method comprising: 

q. receiving at least one request (fetch, step 1001) from a client to access at least one 
feature (instruction with a trigger, step 1004) of a software program, each request 
including identification information concerning the user and a hardware 
configuration identifier (hardware serial number, element 410; stored in product 
lock table, element 460; shown in Figure 4) concerning a computer associated 
with the user (obtained from product lock table, step 1005); 

r. responsive to receiving a request, retrieving stored software license information 
concerning the user (from product key table, element 450), the stored software 
license information corresponding to the received identification information 
(install input, element 440) and including a stored hardware configuration 
identifier concerning the computer associated with the user and a stored hardware 
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configuration identifier modification date (date of first use, column 10, lines 34- 
36); 

s. comparing the received hardware configuration identifier to the stored hardware 
configuration identifier, to determine whether the received hardware 
configuration identifier is acceptably similar to the stored hardware configuration 
identifier (if they match, product is entitled, step 924); 

27. While it is the Examiner's primary position that: 

t. returning software license information concerning the user to the client, 
is shown, at least by inherency. However, if it is not inherent, the Examiner takes Official 
Notice that it is notoriously old and well known in the art to return the requested information in 
response to a request, because that is what the requesting party wanted. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to have modified the 
teachings of Beetcher to return the information in response to the request in order to provide a 
useful response. 

28. As to claim 2, Beetcher further shows: 

responsive to the received hardware configuration identifier being acceptably similar but 
not identical to the stored hardware configuration identifier, comparing the stored 
hardware configuration identifier modification date with a current date (Columns 
11 and 12, lines 65-2). 
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29. As to claim 3, Beetcher further shows: 

u. responsive to the current date being sufficiently later than the stored hardware 

configuration identifier modification date: 
v. updating the stored software license information concerning the user by replacing 

the stored hardware configuration identifier with the received hardware 

configuration identifier (step 908); 
w. updating the stored software license information concerning the user by replacing 

the stored hardware configuration identifier modification date with the current 

date (the date/time stamp is set when the table entry is written; Id.); and 
x. returning software license information concerning the user indicating that the user 

is licensed to run the software, the software license information including the 

received hardware configuration identifier and current date (step 909). 

30. As to claim 55, Beetcher further shows: 

y. responsive to the current date not being sufficiently later than the stored hardware 

configuration identifier modification date: 
z. determining that the user is not licensed to run the software program 

(determination is made if the time period is valid, Column 12, lines 2-5); and 
aa. wherein returning software license information concerning the user to the client 

comprises returning software license information indicating that the user is not 

licensed to run the software ('0', Id.). 
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31. As to claim 56, Beetcher further shows: 

responsive to the received hardware configuration identifier being identical to the stored 
hardware configuration identifier, returning software license information 
concerning the user to the client indicating that the user is licensed to run the 
software (bit is set to ' 1 ', column 6, lines 38-40). 

claim 57, Beetcher further shows: 
responsive to the received hardware configuration identifier not being acceptably 
similar to the stored hardware configuration identifier and not being identical to 
the stored hardware configuration identifier: 

determining that the user is not licensed to run the software program (step 925); 
and 

wherein returning software license information concerning the user to the client 
comprises returning software license information indicating that the user is not 
licensed to run the software (bit is set to '0', column 6, lines 38-40). 

33. As claims 29-31, 43-45, and 58-63 are being interpreted as method claims or equivalents, 
such as software, and the claims parallel the above rejected claims, these claims are rejected 
under the same basis. 



32. As to 
bb. 



cc. 
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Double Patenting 

34. Claims 1-3, 29-31, 43-45, and 55-63 of this application conflict with claims 42-46 of 
Application No. 10/632,479. 37 CFR 1 .78(b) provides that when two or more applications filed 
by the same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their retention 
during pendency in more than one application. Applicant is required to either cancel the 
conflicting claims from all but one application or maintain a clear line of demarcation between 
the applications. See MPEP § 822. 

Conclusion 

35. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

36. Rabin (US 6,697,948) discloses a similar system and method with less emphasis on the 
hardware identifier. 

37. This application is a continuation-in-part ("CIP") application of U.S. application no. 
10/632,479 filed on 1 August 2008 ("Parent Application"). See MPEP §201.08. In accordance 
with MPEP §609.02 A. 2 and MPEP §200 1.06(b) (last paragraph), the Examiner has reviewed 
and considered the prior art cited in the Parent Application. Also in accordance with MPEP 
§200 1.06(b) (last paragraph), all documents cited or considered 'of record' in the Parent 
Application are now considered cited or 'of record' in this application. Additionally, 
Applicant(s) are reminded that a listing of the information cited or 'of record' in the Parent 
Application need not be resubmitted in this application unless Applicant(s) desire the 
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information to be printed on a patent issuing from this application. As this has been done, the 
references should appear on a patent that may issue from this application. See MPEP § 609.02 A. 
2. Finally, Applicant(s) are reminded that the prosecution history of the Parent Application is 
relevant in this application. 

38. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA MURDOUGH whose telephone number is (571)270- 
3270. The examiner can normally be reached on Monday - Thursday, 7:00 a.m. - 5:00 p.m. 

39. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (57 1 ) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

40. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

J. M. 

Examiner, Art Unit 3621 

/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



